UNI TED STATES DI STRI CT COURT
FOR THE DI STRI CT OF RHODE | SLAND

HASBRO, | NC.,
Pl ai ntiff,
v. : CA 03-482 T
DAVI D CHANG,
Def endant .

REPORT AND RECOMVENDATI ON
David L. Martin, United States Magi strate Judge

Before the court is Plaintiff’s Mdtion to Arend the Judgnent
to Provide for an Injunction and Mnetary Relief (Docunent
(“Doc.”) #52) (“Mdtion” or “Mtion to Arend”). By the Mdtion,
Plaintiff Hasbro, Inc. (“Plaintiff” or “Hasbro”), seeks to anend
t he Judgnent (Doc. #51) which was entered on February 17, 2006,
in two respects. First, Hasbro requests that the text of the
Judgnent be anended to state the foll ow ng:

David Chang 1is hereby permanently enjoined from

manuf act uring, reproducing, distributing, advertising,

selling, or displaying the GHETTOPOLY gane, any ot her
products that use or display the GHETTOPOLY nane or

| ogo, and/or ghettopoly.com brand nanme and/or donmain

name, or any ot her product using a design or nane |ikely

to cause confusion as to source or origin with Hasbro’s

MONOPOLY® property trading gane, including but not

limted to the nanmes Redneckopoly, Hi phopopol vy,

Hoodopol y, Thugopoly and Lati nopoly.

Menor andum of Law in Support of Plaintiff’s Mdtion to Anend the
Judgnent to Provide for an Injunction and Monetary Reli ef
(“Plaintiff’s Mem”) at 4. Second, Hasbro requests that the
text of the Judgnment be further anended to state the follow ng:

Judgnent is hereby entered in favor of Hasbro, Inc.

against David Chang in the amunt of four hundred
t housand dollars and zero cents ($400, 000. 00).



Plaintiff’s Mem at 5.

The Mdtion has been referred to ne for prelimnary review,
findings, and recommended di sposition pursuant to 28 U. S.C. §
636(b) (1) (B). Defendant David Chang (“Chang”) has not filed an
objection to the Mdtion, and | find that no hearing is necessary.
For the reasons stated herein, | recommend that the Mdtion to
Amend be grant ed.

Backgr ound

Hasbro sued Chang in Cctober 2003 for trademark
i nfringenment, copyright infringenent, trademark dilution and
tarni shment, and unfair conpetition based on Chang’s manufacture
and sale of his GHETTOPOLY ganes, an offensive and racist knock-
of f of Hasbro’s popul ar MONOPOLY® gane. See Conplaint for
I njunctive Relief for Violation of Sections 32 and 43 of the
Lanham Act and Section 501 of the Copyright Act (Doc. #1)
(“Conplaint™) Y 1, 16, 20-38; see also Plaintiff’s Mem at 2.
Chang countercl ai ned, seeking the cancellation of all trademark
regi strati ons owned by Hasbro for the term “MONOPOLY” for board
ganmes on the ground of genericness. See Answer with Affirmative
Def enses and Counterclaim (Doc. #31) (“Answer”) at 7-8.

On January 31, 2006, this Mgistrate Judge issued a Report
and Recomrendation (Doc. #48), recomendi ng that default judgnment
be entered agai nst Chang and that his counterclains be di smssed
because of his repeated failures to provide discovery. Report
and Recomrendation of 1/31/06 at 25. In making this
recommendation, | found that Chang had engaged in a deliberate
pattern of delay and disregard of court procedures, id., and that
no ot her sanction except default judgnent would be effective in
addressing his egregious violation of discovery obligations, see
id. at 23.

Chang did not file an objection to the Report and
Recomendati on of 1/31/06, and it was accepted by Chief Judge



Ernest C. Torres on February 17, 2006. See Doc. #49. Judgnent
was entered that sane date. See Judgnent (Doc. #51).
Di scussi on

Hasbro’s request for a permanent injunction requires little
di scussion. There is a factual basis for the issuance of an
injunction. Hasbro has alleged that it has recei ved numerous
conplaints fromconsuners who are offended by GHETTOPOLY and
m st akenly believe that Hasbro is in sonme manner associated with
the gane. See Conplaint Y 16-17, 22, 24. Hasbro has al so
al | eged that Chang’s unl awful acts have caused and are conti nui ng
to cause irreparable harmto Hasbro s business, goodw ||, and
reputation. See id. T 25. Because default judgnent has entered,
these allegations are taken as true. See Brockton Sav. Bank v.
Peat, Marwi ck, Mtchell & Co., 771 F.2d 5, 13 (1t G r. 1985
(“[T]here is no question that, default having been entered, each

of [plaintiff’s] allegations of fact nust be taken as true and
each of its seven clains nust be considered established as a
matter of law.”). In addition, injunctive relief was
specifically requested by Hasbro in its Conplaint, see Conplaint
at 10, and it was this Magistrate Judge's intent in
“recomend[ing] that default judgnent be entered agai nst Chang as
to Hasbro's clainms ...,” Report and Recommendati on of 1/31/06 at
25, that Hasbro be granted injunctive relief, see id. at 22
(rejecting as inadequate a | esser sanction which would all ow
Chang to “continue to sell Ghettopoly and reap the profits
therefrom”). Accordingly, | recommend that Hasbro' s first
request to anmend the Judgnent so that Hasbro is awarded a

per manent injunction be granted.

Hasbro’s second request raises the question of whether a
damages hearing is required before the Court nay award damages in
t he requested anmount of $400, 000. 00. See KPS & Assocs., Inc. v.
Designs by FMC, Inc., 318 F.3d 1, 19 (1t Gr. 2003)(“Wiile a




default judgnent constitutes an adm ssion of liability, the
guant um of danmages remains to be established by proof unless the

anount is ... susceptible of mathematical conmputation.”)(quoting
Fl aks v. Koegel, 504 F.2d 702, 707 (2™ Cir. 1974))(alteration in
original). “Following the entry of default, a district court can

enter a final judgment without requiring further proof of damages
only inlimted situations. For exanple, no evidentiary inquiry
is necessary if the claimis for a ‘“sumcertain.”” 1d. (citing
10 Moore's Federal Practice § 55.22[1] (2002)(“lIn cases where the
court has entered default judgnent and the claimis for a sum
certain, the court can enter the default judgnent for the anount
stated in the conplaint.”))(footnote onmtted); see also Farm
Famly Mut. Ins. Co. v. Thorn Lunber Co., 501 S.E 2d 786, 790 (W
Va. 1998) (indicating that “if the damages sought by the party
nmoving for a default judgnent are for a sumcertain, or an anount

whi ch can be rendered certain by cal culation, no evidentiary
heari ng on damages i s necessary”).

In the Rule 55 context, a claimis not a sum certain
unless there is no doubt as to the anpbunt to which a
plaintiff is entitled as a result of the defendant’s
default. See, e.q., Reynolds Sec., Inc. v. Underwiters
Bank & Trust, Co., 44 N Y.2d 568, 406 N.Y.S. 2d 743, 378
N. E. 2d 106, 109 (1978)(“The term ‘sum certain’ in this
context contenplates a situationin which, onceliability
has been established, there can be no dispute as to the
anount due, as in actions on noney judgnents and
negotiable instruments.”); see also Interstate Food
Processing Corp. v. Pellerito Foods, Inc., 622 A 2d 1189,
1193 (Me. 1993) (“Such situations include acti ons on noney
judgnents, negotiable instrunents, or simlar actions
wher e t he danages sought can be determ ned wi t hout resort
to extrinsic proof.”).

KPS & Assocs., Inc. v. Designs by FMC, Inc., 318 F.3d at 19-20.
Here the action is not based on a noney judgnent or negoti abl e

instrunment, and it does not appear that the damages can be
determ ned without resort to extrinsic proof.



Neverthel ess, the Court of Appeals for the First Crcuit has
also indicated that in limted circunstances district courts may
di spense with a Fed. Rule GCv. P. 52(b)(2) hearing, even in the
face of apparently unliquidated clains. [d. at 21 (citing HMG
Prop. Investors, Inc. v. Parque Indus. Rio. Canas, Inc., 847 F.2d
908, 919 (1t Gr. 1988)(holding that district court, “intimtely

famliar with the case fromyears of travail,” did not abuse

di scretion when it forwent hearing and cal cul ated damages from
“nortgage and | oan agreenents, certifications by the taxing
authorities, and other docunents of record”)); see also Action
S.A. v. Marc Rich & Co., 951 F.2d 504, 508 (2" Cir. 1991)

(holding that full evidentiary hearing is not required when court

had been “inundated with affidavits, evidence, and oral

presentations by opposing counsel”); Dundee Cenent Co. v. Howard
Pi pe & Concrete Prods., Inc., 722 F.2d 1319, 1323 (7" Cir. 1983)
(hol ding that district court did not abuse discretion by failing

to hold hearing when anount cl ai ned was “capabl e of ascertai nnent
fromdefinite figures contained in the docunentary evidence or in
detailed affidavits”). After consideration, this Mgistrate
Judge concludes that the follow ng circunstances are sufficient
to bring this matter within the exception to the general rule.
“Damages for copyright infringenent include ‘any profits of
the infringer that are attributable to the infringenment.”” John
G Danielson, Inc. v. Wnchester-Conant Props., Inc., 332 F.3d
26, 47 (1%t Gr. 2003)(quoting 17 U S.C. 8§ 504(b)). In addition,

“[a]l n accounting of defendant’s profits may be awarded in a

trademark infringenment action ‘subject to the principles of
equity.’” Tanko Roofing Prods., Inc. v. Ideal Roofing Co., 282
F.3d 23, 35 (1% CGr. 2002)(quoting 15 U S.C. § 1117(a)); see
also id. (further holding that an award of profits is

appropriate, in addition to an injunction, where the infringer
has benefited fromits infringenent).



In this matter, the Court has already determ ned that
Chang’s repeated failures to produce requested docunents has nade
“it difficult, if not inpossible, for Hasbro to determ ne and
verify Chang' s profits from Ghettopoly.” Report and
Recommendati on of 1/31/06 at 17. Having found that Chang has
significantly prejudiced Hasbro's ability to prove his profits
fromsal es of Ghettopoly, see id. at 17, 18, it makes little
sense to require that Hasbro prove this anpbunt at a danages
heari ng when Chang has effectively prevented Hasbro from doi ng
so. Indeed, there is little reason to believe that Hasbro could
of fer anything nore at a danages hearing than it has al ready
of fered in support of the instant Mdtion, nanmely Chang’s own
deposition testinony as to his profits. See Declaration of Sneha
Desai in Support of Plaintiff’s Mdtion to Amend the Judgnent to
Provide for an Injunction and Monetary Relief (Doc. #53) (“Desai
Decl.”), Exhibit (“Ex.”) B (excerpt from Chang’s 8/5/05
deposition). Gven Chang’s |ack of good faith, see Report and
Recommendation of 1/31/06 at 21, and the wil|ful ness of his
violations, see id. at 19, this Court sees nothing unfair in
using his own words to determ ne the m ni mum anmount of his
profits and to base an award of damages on that figure.?

Chang testified at his deposition that he made anywhere from
$400, 000. 00 to $500, 000.00 from sal es of his Chettopoly gane.

See Deposition of David Chang (Doc. #44) (“Chang Dep.”) at 225.
In light of his other testinony, this estimte appears to have
been very conservative. Chang testified that he sold about

50, 000 games, see id., and that he began selling the ganmes in
March of 2003 for $27.95 each, see id. at 187-88. Approximately

! Wil e a damages hearing would provide Chang with an opportunity
to chal | enge the $400, 000.00 figure, allowing himto do so would be
unfair to Hasbro because his failure to provide discovery prevents
Hasbro fromtesting the validity of such a chall enge.
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six nmonths later he increased the price to $29.95, see Chang Dep.
at 188, and about two to three nonths thereafter he increased the
price again to $39.95, see id. at 189. He testified that his
total cost per gane was about $10.00. See id. at 194. Even
using the | owest price of $27.95, Chang’s profits would be close
to $900, 000. 00 ($27.95 price per gane - $10.00 cost per gane =
$17.95 profit per gane x 50,000 ganes sold = $897, 500. 00).

Further evidence that Chang made substantial profits is
reflected in the generous salaries which he paid nenbers of his
famly for working in the business. For six nonths of work his
sister received $100, 000. 00, and each of his parents received
$60, 000. 00. See id. at 226-27. |In fact, Chang testified that
the suns paid to his sister and parents were “actually after
taxes,” id. at 227, apparently nmeaning that these were net
anounts and that their gross salaries were even higher, see id.

Chang has al so continued to sell GHETTOPOLY since being
deposed on August 5, 2005. See Plaintiff’s Mem at 4; see also
letter to Martin, MJ., from Techentin of 5/4/06 (stating that
“M. Chang continues to sell his GHETTOPOLY ganes”). Thus, it is
reasonabl e to conclude that his profits have increased since he
provi ded t he $400, 000.00 to $500, 000.00 estimate. All of these
factors cause the Court to conclude that Hasbro’s request for an
award of $400, 000.00 is enminently reasonabl e.

In sum | find that no damages hearing i s necessary as
Hasbro’'s request for an award of $400, 000.00 in nonetary danages
is anmply supported by Chang’s own deposition testinony and, if
anyt hing, represents considerably | ess than Chang’s actual
profits. See Dundee Cenent Co. v. Howard Pipe & Concrete Prods.,
Inc., 722 F.2d 1319, 1323 (7" Gir. 1983). Accordingly,
recommend that Hasbro’ s second request to amend the Judgnent be

gr ant ed.



Concl usi on

For the reasons stated above, | recommend that the Mtion to
Amend be granted and that the Judgnent be anended in the two
respects requested by Hasbro which are set forth in the single-
spaced, doubl e-i ndent ed paragraphs on page 1. Any objections to
this Report and Recommendati on nust be specific and nust be filed
with the derk within ten (10) days of its receipt. See Fed. R
Cv. P. 72(b); DRI LR Cv 72(d). Failure to file specific
objections in a tinmely manner constitutes waiver of the right to
review by the district court and of the right to appeal the
district court’s decision. See United States v. Val enci a- Copet e,
792 F.2d 4, 6 (1t Cr. 1986); Park Mdtor Mart, Inc. v. Ford
Motor Co., 616 F.2d 603, 605 (1t Cir. 1980).

DAVID L. MARTIN
United States Magi strate Judge
May 9, 2006



